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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim1-3, 6 and 14 is rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 1 is drawn to a recording medium having recorded a digital stream. It is a 
nonfunctional descriptive material and it is non-statutory. When nonfunctional 
descriptive material is recorded on some computer-readable medium, in a computer or 
on an electromagnetic carrier signal, it is not statutory since no requisite functionality is 
present to satisfy the practical application requirement. 

Claim 2-3 and 6 is also reject for the reason that it depends on claim 1 . 

Claim 14 is drawn to a "program" perse as recited in the preamble and as such 
is non-statutory subject matter. See MPEP § 21 06.IV.B.1 .a. Data structures not 
claimed as embodied in computer readable media are descriptive material perse and 
are not statutory because they are not capable of causing functional change in the 
computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 1760 (claim to a 
data structure per se held nonstatutory). Such claimed data structures do not define 
any structural and functional interrelationships between the data structure and other 
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claimed aspects of the invention, which permit the data structure's functionality to be 
realized. In contrast, a claimed computer readable medium encoded with a data 
structure defines structural and functional interrelationships between the data structure 
and the computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. Similarly, computer programs claimed 
as computer listings perse, i.e., the descriptions or expressions of the programs are not 
physical "things." They are neither computer components nor statutory processes, as 
they are not "acts" being performed. Such claimed computer programs do not define 
any structural and functional interrelationships between the computer program and 
other claimed elements of a computer, which permit the computer program's 
functionality to be realized. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claim1-3, 6-9, and 12-15 is rejected under 35 U.S.C. 102(e) as being anticipated 



by Okada et al (Pub. No. WO 2004/098193). 
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Regarding claiml, 13, Okada anticipates a recording medium used for storing 
data, comprising: a digital stream generated by multiplexing a video stream and a 
graphics stream, the graphic stream is a sequence of a plurality of packets which 
include a packet containing control information (see page3 linel 1-22); and the control 
information indicates that graphic data contained in a preceding packet in the sequence 
is to be displayed at a predetermined time in a state of being overlaid on the video 
stream (see page5 paragraph 0092). 

Regarding claim2, Okada anticipates the recording medium of claiml, wherein: 
each of the plurality of packets belongs to any of a plurality of display sets which are 
each used for reproducing a graphics display (see figure 31 EPOCH Start, Acquisition 
Point and Normal Case); the graphics data and the control information belong to 
different display sets (see figure 31 ODS belongs to Epoch or Acquisition control 
information belongs to Normal case). 

Regarding claim3, Okada anticipates the recording medium of claim 2, wherein 
the display sets further comprise: a Epoch Start DS having information necessary for 
displaying a next screen composition and is provided at the start of memory 
management on a reproduction time axis (see page13 line 22-27); an Acquisition Point 
DS having information necessary for displaying a next screen composition (see page13 
Iine28-page40 line 1-6); and a Normal Case DS having difference information from a 
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previous screen composition (see page14 line 18-28); wherein the Epoch Start DS is 
provided at the start of a memory management on a reproduction time axis and the 
Acquisition Point DS and the Normal Case DS are provided at a point other than the 
start of the memory management; and the graphic data belongs either to the Epoch 
Start DS or the Acquisition Point DS, and the control information belongs to the Normal 
Case DS (see figure 31 ODS belongs to Epoch or Acquisition control information 
belongs to Normal case). 

Regarding claim6, Okada anticipates the recording medium of claim 18, wherein; 
the Epoch Start DS includes window information for specifying an area of displaying the 
graphic data (see figure9 Epoch Start (DS)); the window information specifies a 
position, a height, and a width of a window on a screen, the window being an area in 
which the graphics data is to be rendered when overlaying the graphics data on the 
video stream (see figure8A Window Definition Segment); and the control information 
indicates that the graphics data is to be positioned within the window (see figure8B 
window_informations). 

Regarding claim7, 14 and 15, A reproduction apparatus for reproducing a digital 
stream generated by multiplexing a video stream and a graphics stream, comprising: a 
video decoder operable to decode the video stream to generate a moving picture (see 
figure26 video decoder); and a graphics decoder operable to decode the graphics 
stream to generate graphics, wherein upon reading control information in the graphics 
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stream, the graphics decoder transfers graphics which has been generated by decoding 
graphics data that precedes the control information in the graphics stream to a plane 
memory, based on the control information(see figure 26 graphics decoder and page44 
line 4-6). 

Regarding claim8, the reproduction apparatus of claim 7, wherein: the graphics 
stream includes a plurality of display sets each of which is used for producing a 
graphics display (see page13 line 21); and upon reading the display set to which the 
graphics data belongs, the graphics decoder decodes the graphics data to generate the 
graphics and stores the generated graphics to an object buffer (see page45 line 7-10). 



Regarding claim9, Okada anticipates the reproduction apparatus of claim 8, 
wherein the plane memory is memory for overlaying the graphics and the video, the 
display sets comprise: a Epoch Start DS having information necessary for displaying a 
next screen composition and is provided at the start of memory management on a 
reproduction time axis (see page13 line 22-27); an Acquisition Point DS having 
information necessary for displaying a next screen composition (see pagel 3 Iine28- 
page40 line 1-6); and a Normal Case DS having difference information from a previous 
screen composition (see pagel 4 line 18-28); wherein the Epoch Start DS is provided at 
the start of a memory management on a reproduction time axis and the Acquisition 
Point DS and the Normal Case DS are provided at a point other than the start of the 
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memory management; and the graphic data belongs either to the Epoch Start DS or the 
Acquisition Point DS, and the control information belongs to the Normal Case DS (see 
figure 31 ODS belongs to Epoch or Acquisition control information belongs to Normal 
case); and the reproduction apparatus continuously manage the object buffer and the 
plane memory from one Epoch Start DS and before the next immediate Epoch Start DS 
on the reproduction time axis ( see page 1 1 line 28-30 and page12 line 1-4). 

Regarding claim 12, Okada anticipates the reproduction apparatus of claim9, 
wherein: the Epoch Start DS includes window information for defining an area of 
displaying the graphic data (see figured EPOCH start (WDS)), the window information 
specifies a position, a height, and a width of a window on a screen, the window being an 
area in which the graphics data is to be rendered when overlaying the graphics data on 
the video stream (see figure8A Window definition segment); and the graphics decoder 
displays the graphics by clearing the window specified by the window information and 
writing the graphics into the window (see figure28 ). 

The applied reference has a common inventor(s) with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1.131. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Girumsew Wendmagegn whose telephone number is 
571-270-1 1 18. The examiner can normally be reached on 7:30-5:00, M-F, alternate 
Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tran Thai can be reached on (571) 272-7382. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
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or 571-272-1000. 



Girumsew Wendmagegn 



Supervisory Patent Examiner 



